Summary of Talk by McKelvey


On October 29, 2002, former Administrative Patent Judge Fred McKelvey spoke before the Maryland Intellectual Property Law Association.  Judge McKelvey addressed the proposal for Post-Grant Patent Opposition Proceedings in the United States Patent and Trademark Office.  As an introduction, Judge McKelvey spoke of the difficulties the Patent Office faces in issuing solidly valid patents.  As a remedy for the increasing burden on examining patents in the Office, Judge McKelvey put forth the proposal for Post-Grant Opposition Proceedings.  


Post-Grant Opposition Proceedings are a proposed method for removing invalid patent claims.  Such an Opposition can be brought by a member of the public and be based on any grounds of patentability.  The proposal provides that the Opposition be brought within one year after issuance of the patent or within four months of being threatened with infringement of the patent.  The Opposition proceeding would be an inter partes proceeding, which would allow for a full and fair opportunity to address the validity of the patent claims at issue.  Thus the scope of an Opposition would be broader than third party reexaminations.  This broad scope, however, will work to ensure that all the potentially invalid claims of a patent can be challenged and evaluated without prejudice or restriction.   


Judge McKelvey stated that Opposition proceedings could be conducted by the Trial Section of the Board of Patent Appeals and Interferences.  As noted by Judge McKelvey, the Trial Section has provided for increased efficiency of interferences, with most coming to a final decision within two years.  In fact, Judge McKelvey commented that very few interferences even progress to the stage of determining priority.  This is because the Preliminary Motions period used by the Trial Section allows for early decisions on issues that affect whether a priority determination is necessary at all.  Opposition proceedings could be conducted in a similar fashion and would ensure that such proceedings are handled effectively and efficiently.  Because Oppositions would be conducted in the Patent Office instead of in a federal court, they would be more cost effective.


Judge McKelvey also spoke about the use of discovery in Opposition proceedings.  Recognizing that interferences generally permit only limited discovery, he stated that the discovery process for an Opposition proceeding should be more open, but not to the same extent discovery is permitted in a federal court.  Open discovery versus high costs might be kept in balance by providing the Board with some degree of discretion.  In general, the extent to which discovery would be permitted requires further consideration and proposals by the Patent Office.


Finally, in an effort to keep costs down, Judge McKelvey was not in favor of appeals being directed to district courts via a 35 U.S.C. § 146 action.  Instead, Judge McKelvey believed that appeal should be taken directly to the Federal Circuit.  Appeals directly to the Federal Circuit would ensure efficient and cost effective resolution of the Opposition proceeding.
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