Revision of the Reexamination Statute by Public Law 107-273 

Speaker's Notes

I. The Original Reexamination Statute Enacted in 1980:

In 1980, the first patent reexamination statute was enacted as a means for improving the quality of U.S. patents. It was intended to be an alternative to costly, complex and lengthy litigation. A patent owner or a member of the public could provide patents and printed publications to the Office and request a review of the patent. The reexamination provided by the 1980 statute was structured essentially as an ex parte proceeding between the USPTO and the patent owner.

A. Third Party Requester Participation
The third party requester in this “ex parte” reexamination could only participate (1) by filing the initial request for reexamination, and (2) if, and only if, the patent owner elects to file a statement responding to the order for reexamination, by filing a reply to the patent owner’s statement.  

B. Complaints re 1980 Reexamination:


1.
Patent Owner controls the examination - no third party requester input:
After the third party files the reexamination request, the patent owner can cut off any further third party participation by simply not filing a patent owner’s statement. The patent owner will then have free reign in dealing with the examiner throughout the reexamination proceeding. The third party never has the chance to comment on, or to argue against, the patent owner’s position. Even if patent examiners would like to have third party input as an aide, such input is barred.


2.
Third party requester has no appeal rights:
The third party requester cannot appeal an examiner's decision favorable to patentability to the PTO’s administrative board of appeals, and cannot participate in patent owner's appeal of an examiner's decision to reject the claims.


3.
Resulting reexamination certificate:
At the conclusion of the reexamination proceeding, the patent owner is issued a certificate setting forth the results of the proceeding. The patent, as it exists after issuance of the reexamination certificate, is then given a presumption of validity which must be overcome in any later court proceeding. Thus, the third party requester has used its ammunition (the prior art submitted to attack the patent), without having a chance to participate and defend its relevance against patentee’s arguments during the examination.

II. The 1999 Revision of Reexamination Statute Provided an Inter Partes Option:
The 1999 Statute 
 created a new optional inter partes reexamination, while retaining the original 1980 ex parte reexamination. In inter partes reexamination, the third party requester has much greater participation rights compared to ex parte reexamination.

A. Third Party Requester Participation


The third party requester may once file written comments on every response by the patent owner to an Office action on the merits.



The third party requester may appeal to the Board of Patent Appeals and Interferences (Board) any final holding of patentability by the examiner. May argue against allowance of claim, and even where claim is rejected, may argue that a different rejection should also be made (in case the Board reverses the examiner's rejection).



The third party requester may be a party to patent owner’s appeal to the Board of a final rejection of a claim. Thus, may submit a respondent brief arguing against the patent owner and supporting the rejection.



However, the statute prohibits the third party requester from appealing the Board’s decision of patentability to the courts, and the statute does not provide for requester to participate in patent owner’s appeal of an affirmed rejection to the Court of Appeals for the Federal Circuit.

B. Estoppel Attaching to Third Party Requester as a Result of Reexamination
If the third party requester loses in the inter partes reexamination proceeding, the results of that proceeding can be used as an estoppel (bar) against the requester as follows:



The third party requester of an inter partes reexamination is estopped from later asserting in any civil action, or in a subsequent inter partes reexamination,  the invalidity/unpatentability of any claim finally determined to be valid and patentable on any ground the third party requester raised or could have raised in the inter partes reexamination.



The third party requester of an inter partes reexamination is estopped from later challenging in a civil action any fact determined in a the inter partes reexamination.

C. Complaints re 1999 Revision: Third Party Requester Cannot Go to Court; Yet Estoppel        Attaches
The 1999 Statute imposed a broad estoppel on any third party that uses the inter partes reexamination option which forecloses that party’s ability to question patent validity in Federal Court on any issue that could have been raised in the inter partes reexamination proceeding.  Yet, the third party does not have the right to appeal findings made in that inter partes reexamination to the Court.  The third party requester is prohibited from challenging the results of the inter partes reexamination proceeding in Federal Court, yet, it is bound by those results in any future Federal Court litigation.

D. Results of 1999 Revision, Thus Far -Very Few Filings
For the first three years since the enactment of the inter partes reexamination statute, only five (5) requests for inter partes reexamination have been filed.

Many feel that the low filing rate is because of the inability of the third party requester to go to the Court coupled with the estoppel that attaches. The third party requester must live and die at the USPTO, and then is saddled with the estoppel provisions which result from the USPTO's decision. On the other hand, where the patent owner gets a decision by the USPTO that he/she is not pleased with, then the patent owner can try to overturn that result in Court, and the third party requester cannot even participate in the patent owner's appeal.

It is not clear that this inequity as to requester appeal rights is the reason for the low filing numbers for inter partes reexaminations; but this point was addressed in a number of recent bills that were stated to be for the purpose of making inter partes reexamination more palatable to the public.  Those bills finally resulted in the November 2, 2002 enactment of the "Patent and Trademark Office Authorization Act of 2002."

III. The 2002 Revision of the Optional Inter Partes Reexamination Statute:
A. Third Party Requester Participation Expanded to the Court
As a result of the "Patent and Trademark Office Authorization Act of 2002," the third party requester can now appeal the Board’s decision to the U.S. Court of Appeals for the Federal Circuit, and can participate in patent owner’s appeal to that Court.

Thus, the third party requester can participate each time the patent owner does so in the examination process. The patent owner responds to an Office action on the merits, and the requester can comment. Further, the third party requester can appeal to the same level as can the patent owner, and can participate in any patent owner appeal. In other words, the playing field in the inter partes reexamination proceeding has now been leveled.

B. Estoppel Provision Not Deleted

The estoppel which attaches to the third party requester who loses in an inter partes reexamination  proceeding has not been eliminated by  the "Patent and Trademark Office Authorization Act of 2002." Thus, a losing third party requester still cannot assert in a separate civil action, the invalidity of claims found patentable on any ground that requester raised or could have raised in the inter partes reexamination. And, the requester still cannot challenge in a civil action any fact determined in a the inter partes reexamination.
C. Did the 2002 Enactment Go Far Enough?
Because the estoppel provision has not been done away with, if the third party loses in the proceeding,  its ability to question patent validity in Federal Court on any issue that could have been raised in the inter partes reexamination proceeding is still foreclosed. However, the third party requester is now guaranteed to have his/her "day in court." The third party requester will have his/her case reviewed by the same Court that will ultimately review any Federal District Court infringement decision that is appealed. Thus, the decision rendered in the inter partes reexamination proceeding can now be placed on the same footing as that of infringement litigation. And, the estoppel which attaches to a losing third party requester is no worse than the estoppel which attaches to a losing litigant in a Federal Court infringement suit.

Is this fix enough? Does it go far enough? Only time will tell if this fix will be enough to warrant public acceptance of inter partes reexamination.

IV. 
The 2002 Revision of the Reexamination Statute Expands the Scope of Prior Art available as the sole basis for reexamination:
The "Patent and Trademark Office Authorization Act of 2002" expands the scope of prior art available as the sole basis for the challenge to the patent. This change is made for both ex parte and inter partes reexamination.

The Court of Appeals for the Federal Circuit decided in its Portola Packaging decision 
 that prior art previously considered by the USPTO in an earlier proceeding as to a patent was essentially precluded from being used as the sole basis for providing the substantial new question of patentability that the statue requires for reexamination of a patent. The "Patent and Trademark Office Authorization Act of 2002" overrules the  Portola Packaging decision, and permits previously considered prior art to be the sole basis for providing the substantial new question of patentability. This change has an effective date - only reexaminations ordered on or after November 2, 2002, come under this change.

It is to be noted that the number of reexamination requests filed had declined by about 12½ % since the Federal Circuit issued its Portola Packaging decision. 
 By the same token, it remains to be seen whether the overruling of Portola Packaging will restore those lost reexamination filings.

V. For Further Information:

For further information as to the matters we talked about today, please refer your inquiries to Jerry Dost or Kenneth Schor at the phone numbers or e-mail addresses given at the end of the outline:


Kenneth M. Schor, Senior Legal Advisor at (703) 308-6710; or KENNETH.SCHOR@USPTO.GOV.


Gerald A. Dost, Senior Legal Advisor at (703) 305-8610; or


GDOST@USPTO.GOV.
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	� H.R. 2215 was enacted as Public Law 107-273, 21st Century Department of Justice Appropriations Authorization Act (Nov. 2, 2002; 116 Stat. 1758; 165 pages). See TITLE III- INTELLECTUAL PROPERTY, Subtitle A - Patent  and Trademark Office.


	� Title IV, subtitle F (§§ 4601 through 4608) of  the “Intellectual Property and Communications Omnibus Reform Act of 1999,” S. 1948 (106th Cong. 1st Sess. (1999)).  Section 1000(a)(9), Division B, of Public Law 106-113 incorporated and enacted into law the “Intellectual Property and Communications Omnibus Reform Act of 1999” (S. 1948).


	� In re Portola Packaging Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997).


	� Reexamination filing data shows a steady increase in the number of requests for reexamination filed from Fiscal Year 1981 through Fiscal Year 1997.  In 1997, the Federal Circuit issued its decision of In re Portola Packaging, Inc., supra.  In the three fiscal years prior to the Portola Packaging decision, i.e.,  Fiscal Years 95 through 97, an average of 400 requests per year were filed.  In the three fiscal years  (FY 98 - FY 00) following the Portola Packaging decision, the number of reexamination requests filed decreased to an average of 350 per year. This dramatic drop in the average number of filings after a steady 16 year average increase can be attributed to the Portola Packaging decision.  The drop in filings of reexaminations from the three fiscal years immediately prior to the Portola Packaging decision to the three fiscal years immediately following to the decision is a thus a drop of 50 reexaminations per year. [ (400-350)/400 X 100 = 12.5%]





