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I. The Original Reexamination Statute Enacted in 1980:


#
A means for improving the quality of U.S. patents. 


#
An alternative to costly, complex and lengthy litigation. 


#
Patent owner or public provide patents and printed publications to Office and request a review of the patent. 


#
Structured essentially as ex parte proceeding between USPTO and patent owner.



A. Third Party Requester Participation



#
Filing the initial request for reexamination.




#
Filing reply to patent owner’s statement, if, and only if, patent owner elects to file a statement responding to reexamination order.  



B. Complaints re 1980 Reexamination



1.
Patent Owner controls the examination - no third party requester input:




#
After reexamination request filed, the patent owner can cut off any further third party participation by not filing patent owner’s statement. 





#
Patent owner then has free reign in dealing with the examiner throughout the reexamination proceeding. 





#
Third party requester never has the chance to comment on, or to argue against, the patent owner’s position. 





#
Even if patent examiner desires third party input as aide, such input is barred.




2.
Third party requester has no appeal rights:




#
Cannot appeal to Board from examiner's decision favorable to patentability





#
Cannot participate in patent owner's appeal to Board from examiner's decision to reject claims.




3.
Resulting reexamination certificate:



#
At conclusion of the reexamination proceeding, reexamination certificate issued setting forth the results of proceeding. 





#
The patent, as it exists after issuance of reexamination certificate, is given a presumption of validity which must be overcome in later court proceedings.






#
 Thus, third party requester expended its ammunition without having a chance to defend its relevance against patentee’s arguments.

II. The 1999 Revision of Reexamination Statute Provided an Inter Partes Option:

#
Original 1980 ex parte reexamination retained.


#
Creation of new optional inter partes reexamination as separate entity. 


#
In new inter partes reexamination, third party requester participation rights were expanded as follows:



A. Third Party Requester Participation



#
May once file written comments on every response by patent owner to Office action on merits.




#
May appeal to Board from final holding of patentability by examiner.




#
May be party to patent owner’s appeal to Board of final rejection of a claim.




#
Has no access to Courts -





#
May not appeal Board’s decision of patentability to the courts,  





#
May not participate in patent owner’s appeal to Court of Appeals for the Federal Circuit.



B. Estoppel Attaching to Third Party Requester as a Result of Reexamination



#
After the conclusion of  inter partes reexamination, third party requester estoppel attaches as follows:





#
Third party requester cannot later assert in civil action, or inter partes reexamination,  invalidity/unpatentability of claim finally determined to be valid and patentable on ground requester raised or could have raised in the concluded inter partes reexamination.





#
Third party requester cannot later challenge in a civil action any fact determined in a the concluded inter partes reexamination.



C. Complaints re 1999 Revision: Third Party Requester Cannot Go to Court; Yet Estoppel Attaches



#
Broad estoppel consequences imposed on third party that uses inter partes reexamination.




#
Yet,  third party requester does not have Court appeal and participation rights.



D. Results of 1999 Revision, Thus Far -Very Few Filings



#
For first three years after enactment of inter partes reexamination statute, only five inter partes reexamination requests were filed.




#
Inability of third party requester to go to the Court and estoppel provisions believed by many to be reason for low filings.




#
Inability of requester to go to the Court addressed in recent bills, finally resulting in November 2, 2002 enactment of "Patent and Trademark Office Authorization Act of 2002."

III. The 2002 Revision of the Optional Inter Partes Reexamination Statute:


A. Third Party Requester Participation Expanded to the Court



#
Third party requester can now appeal the Board’s decision to the Court of Appeals for the Federal Circuit, and can participate in patent owner’s appeal to that Court.



B. Estoppel Provision Not Deleted



#
Estoppel consequences imposed on third party that uses inter partes reexamination was not eliminated.



C. Did the 2002 Enactment Go Far Enough?



#
Although estoppel provision not abolished, third party requester will have his/her case reviewed by same Court that ultimately reviews Federal District Court infringement decisions that are appealed. 





#
Thus, decision rendered in the inter partes reexamination proceeding can now be placed on same footing as that of infringement litigation. 





#
And, estoppel which attaches to a losing third party requester is no worse than estoppel which attaches to losing litigant in Federal Court infringement suit.




#
Is this "fix" enough to warrant public acceptance of inter partes reexamination? Only time will tell. 

IV.
The 2002 Statutory Revision Also Expands the Scope of Prior Art Available as the Sole Basis For Reexamination:


#
Court of Appeals for the Federal Circuit decided [In re Portola Packaging Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997)] that prior art previously considered by the USPTO in earlier proceeding as to patent was essentially precluded from use as sole basis for providing "substantial new question of patentability" that statue requires for reexamination of patent. 



#
The 2002 revision in effect overrules Portola Packaging decision; permits previously considered prior art to be sole basis for providing the substantial new question of patentability. 



#
This statutory change is made for both ex parte and inter partes reexamination.



#
Effective date of change - only for reexaminations ordered on or after November 2, 2002.



#
Number of reexamination requests filed had declined by about 12 ½ % since Federal Circuit issued its Portola Packaging decision. 



#
It remains to be seen whether the overruling of Portola Packaging will restore those lost reexamination filings.

V. For Further Information:

#
Kenneth M. Schor, Senior Legal Advisor at (703) 308-6710; or KENNETH.SCHOR@USPTO.GOV.

#
Gerald A. Dost, Senior Legal Advisor at (703) 305-8610; or GDOST@USPTO.GOV.
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	� H.R. 2215 was enacted as Public Law 107-273, 21st Century Department of Justice Appropriations Authorization Act (Nov. 2, 2002; 116 Stat. 1758; 165 pages). See TITLE III- INTELLECTUAL PROPERTY, Subtitle A - Patent  and Trademark Office.






