
John Dudas opened the meeting by stating that TC 1600 has become the leader in partnership meetings and that the meetings are very successful.  Issues discussed in past meetings include: Markush Practice, Utility and Written Description.  

Stephen Kunin provided an overview of the new policy and training in the P.T.O. He stated that few utility cases have been published although there are a number of cases in the pipeline.  

Esther Kepplinger also discussed Utility and Written Description.  She and Stephen Kunin moderated the Town Hall portion of the meeting and provided an opportunity for attendees to voice their comments suggestions and opinions.

Lila Fesise gave an industry perspective.  She stated that BIO is a trade association with 1,100 Biotech companies.  Many companies agree that PTO is taking the lead to develop guidelines. She also commented that BIO was happy that the PTO is willing to talk and join together in partnership.

A number of practitioners voiced their concerns relating to issues they were facing including:

1. Long patent pendency

2. Shifting examination and patentability standards

3. Inconsistent restriction practice

4. Inconsistency in application of the Written Description and Utility Guidelines

5. Scope and breadth of nucleic acid and protein claims using % identity language

One participant mentioned that nucleic acids should not be patentable since they are products of nature.  In response, it was noted that discoveries may be patentable as long as they are distinct from that found in nature.  It was also noted that the concerns raised apply to proteins equally.  In response, the participant felt that this was a problem.  The participant stated that proteins should be patent eligible, but genes should not.

Stephen Kunin suggested that it would be useful to establish an electronic forum to discuss many of the issues in biotechnology practice.  Such a forum would facilitate exchange of ideas. He also suggested that it might be desirable to establishing working groups or focus sessions to discuss particular issues. 

Esther Kepplinger presented a statistical overview of TC 1600 workload.  She stated that there were 41,000 applications filed in the Tech Center in FY2002.  Overall, the USPTO has seen a 2.3% growth in application filings from FY01 to FY02 and in FY03, the overall filing rate is at best flat or may be showing a slight decline from 2002.  However, in TC 1600 there may be continued increases in filings in some areas.  In 2002, Workgroup 1640 had a 16.7% increase in filings.  She continued by noting that in FY2002, the USPTO hired 769 Patent Examiners and will hire 300 Patent Examiners in FY2003.  The projection includes hiring of ~ 750 examiners in each of the next three years.  Most of these hires will be in Technology Centers 2100 and 2600.  The attrition rate in FY02 was 14%.  So far, in FY03 the attrition rate was ~6%, perhaps due in part to the economy or possibility to the institution of a special pay rate for examiners.  

Mary Small and John Doll presented on e-Phoenix.  John started the presentation stating the current system is image based.  He continued by noting that the transition to an electronic file wrapper will mean that the USPTO will not longer lose applications.  John noted that the e-Phoenix system has been adapted from the system used by the EPO.  The electronic file will become the official file starting in June 2003.  

Mary Small continued the e-Phoenix presentation by providing the attendees with the definition of an Image File Wrapper (IFW).  An IFW is an electronic version of the paper file wrapper currently used at the USPTO.  The benefit of it is that it is instant access to the Patent Application and it decreases the risk of lost or stolen papers.  It also reduces the physical storage space needed for applications. Mary Small also discussed the benefits of the Graphic User interface (GUI).  It provides integrated and consistent access to our data and was designed with input from our employees.  It allows for future and rapid growth to meet changing needs.  Examiners can open an application in EFW-GUI by typing in the application number.  Examiners can also open Pre-Grant Publications and their docket information. Private PAIR with IFW will be available June 2003.  The office is looking for input to change the help browser and looking for feed-back.  Ms. Small presentation ended in an open discussion with attendees.  One question was asked about phasing out EFS.  

The next portion of the presentation related to Electronic Processing Changes.  The USPTO discussed the prototype of the Image File Wrapper.  In December 2002, the USPTO commenced a prototype of electronic image processing of patent applications.  Three art units in Technology Centers 1600 and 2800 participating in this prototype, as well as sections of the Office of Initial Patent Examination (OIPE) and other related processing divisions.  All processing and examination are being performed with the image files, instead of the paper source documents during the prototype.  New amendment practice has begun in the Prototype Electronic Image File Wrapper Program in Art Units 1634, 2827 & 2834.  The new amendment practice has been readily accepted by prototype participants and is beneficial to both examiners and applicants.  Effective immediately, the revised amendment format that applies to all amendments may be used in all applications, except reissue and reexamination.  The USPTO will be implementing a new amendment format requirement.  Information about the new format will be communicated via OG Notices and mailings of flyers with every office action.  A sample of the revised amendment format and flyer are posted on the USPTO’s website.  See also the notice in the Federal Register (68 Fed. Reg. 14365 (March 25, 2003)). 

Bob Spar presented on Priority Claims.  His presentation related to Benefit Claims under 35 USC §§ 120, 121 and 365.  His presentation will be posted on the website (see below).  Mr. Spar also noted that there would be a new P.O. Box for the USPTO that is effective May 1st.  

John Doll ended the meeting by announcing the next partnership meeting, July 22.  Topics for the next meeting may include EFS updates, summary of examiner training on examination practice regarding Percent Homology and Reach-Through claims, Workgroups 1610 and 1620 training re: application of 35 USC §§102 and 103, and restriction practice.  Other topics may include a live demo of a Patent Examiner working on an electronic file, and an update on the move to the Carlyle campus. 

John also announced that slides presented at the meeting would be posted on www.cabic.com/BCP/ 

Note: The meeting date has been changed to July 29, 2003.  Please see announcement for further details.    

