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I. THE BEGINNING:   EX PARTE REEXAMINATION
A.  Ex parte reexamination started on July 1, 1981.
1.
Time for requesting reexamination: Ex parte reexamination: may be requested by any person at any time during the period of enforceability of the patent (up to 6 years after expiration of patent).

B.  Basis and Scope of Ex Parte Reexamination:
1.
Claims are examined: on the basis of patents or printed publications.

2.
Other issues: (e.g., on sale, public use, etc.) will not be addressed.

C.  Structure and Procedure of Ex Parte Reexamination:
1.
Patent owner statement: once ex parte reexamination is ordered, the patent owner has the option of filing, within two months, a statement addressing the examiner=s order.

2.
Third party requester reply: if the patent owner files a statement, the requester has the option of filing, within two months, a reply addressing the patent owner=s statement and/or the examiner=s order (no statement filed - no reply right).

3.
Examination on the merits: starts after the statement and reply times have past.

a.
The procedure is strictly ex parte, absolutely no third party requester input is permitted.

b.
The examination on the merits is conducted by a primary examiner in the Technology Center.

c.
Administrative oversight performed in the Technology Center.

4. Patentability review conferences: Mandatory three-examiner patentability review conferences must be held: (1) prior to a final rejection, and (2) prior to the NIRC.

4.
 No third party requester appeal rights: 

a.
The requester may not participate in any patent owner appeal to the Board or to the Court.

b.
The requester may not appeal the allowance of any claim to the Board nor to the Court.

5.
Prior district court civil action - later ex parte reexamination filed: 

a.
Once a final decision has been entered that a party in a civil action failed to prove the invalidity of a claim over prior art, that party may thereafter file a request for ex parte reexamination of the same claim based on the same prior art that was before the court.

6.
Ex parte reexamination completed - later district court civil action: 

a.
After the conclusion of an ex parte reexamination, the requester may, in a civil action, re-assert grounds of patent invalidity of any claim determined to be patentable in the ex parte reexamination; and may challenge any fact determination made in the ex parte reexamination.

D.  Criticisms of Ex Parte Reexamination:
1.
Ex parte nature of reexamination:  gives the patent owner too much control - especially in the ex parte interview with the examiner.

2.
No requester participation in patent owner appeals: the third party requester is not permitted to participate in the patent owner=s appeal to the Board, nor the patent owner=s appeal to the court.

3.
No requester appeal of allowed claims: the third party requester is not permitted to appeal the allowance of claims to the Board nor to the court.

4.
No filing prohibition after court loss: A third party can lose in district court and later file a request for reexamination on the same issues previously raised and lost in a district court.

II. THE PRESENT:  OPTIONAL INTER PARTES REEXAMINATION
A.  Optional inter partes reexamination started on November 29, 1999.
1.
Statute amended: November 2, 2002, giving third party requester right to appeal to Federal Circuit.

2.
Eligible patents under statute: Inter partes reexamination applies only to patents issuing from an original application filed on or after November 29, 1999 (effective date of statute).

3.
Time for requesting reexamination: Inter partes reexamination may be requested by any person at any time during the period of enforceability of the patent (up to 6 years after expiration of patent).

a.
However, see filing prohibitions below - (Part D).

4.
Ex parte reexamination: retained along with new optional inter partes reexamination.

B.  Basis and Scope of Inter Partes Reexamination: (same as ex parte reexamination)

1.
Claims are examined: on the basis of patents or printed publications.

2.
Other issues: (e.g., on sale, public use, etc.) will not be addressed.

C.  Structure and Procedure of Inter Partes Reexamination:
1.
Reexamination order and first action: the reexamination order and the first action on the merits are normally mailed at the same time.

2.
Requester comments: the third party requester may once file written comments on every response by the patent owner to an Office action on the merits.

3.
Examination on the merits: conducted by a primary examiner in the Technology Center.

1. Administrative oversight in the Technology Center.

2. Procedural/legal oversight in the Office of Patent Legal Administration.

3. Patentability review conferences: Mandatory three-examiner patentability review conferences must be held: (1) prior to Close of Prosecution, and (2) prior to Right of Appeal Notice.

4.
Third party requester appeal rights: 

a.
The third party requester may participate in a patent owner appeal to the Board and the Court.

b.
The third party requester may appeal the allowance of any claim to the Board and to the Court.

D.  Inter Partes Reexamination Filing Prohibitions:
1.
First pending inter partes reexamination: 35 U.S.C. 317(a)

a.
Same third party requester may not request a second inter partes reexamination during pendency of a first inter partes reexamination (unless authorized by Director).

2.
Prior concluded inter partes reexamination: 35 U.S.C. 317(b)

a.
If a final decision in a first inter partes reexamination is favorable to patentability, the same third party requester may not thereafter request an inter partes reexamination on the basis of issues raised or which could have been raised in the first concluded inter partes reexamination.

3.
Prior district court civil action: 35 U.S.C. 317(b)

a.
Once a final decision has been entered against a party in a district court civil action, that party may not thereafter file a request for inter partes reexamination on the basis of issues raised or which could have been raised in such civil action.

E.  Inter Partes Reexamination Estoppels in Later Civil Actions:
1.
Claim invalidity estoppel: 35 U.S.C. 315 (c).

a.
A third party requester in a prior inter partes reexamination is estopped from later asserting in a civil action the invalidity of any claim finally determined to be valid and patentable on any ground the third party requester raised or could have raised in the inter partes reexamination.

2.
Finding of fact estoppel: Section 4607 of AIPA 

a.
A third party requester in a prior inter partes reexamination is estopped from later challenging in a civil action any fact determined in the inter partes reexamination (except challenges based on information unavailable at the time of the fact determination).

F.  Stay of Litigation for Inter Partes Reexamination:  35 U.S.C. 318

1.
Patent owner stay of related litigation: once an inter partes reexamination is ordered, the patent owner may obtain a stay of any pending litigation which involves an issue of patentability which is also present in the inter partes reexamination, unless the court determines that a stay would not serve the interests of justice.

G.  Report to Congress:  Section 4606 of AIPA

1.
Section 4606 of AIPA: mandated that within five years of the enactment of the Act the Office will submit to Congress a report:

a.
Evaluating whether the inter partes reexamination proceeding established by the Act is Ainequitable@ to any party in interest; and,

b.
Recommending any changes to remove any such inequities.

2.
Report due date: the mandated report to Congress is due no later than November 29, 2004.

H.  Public Hearing on the Equities/Faults of Inter Partes Reexamination for Report to Congress:
1.
Date of hearing: on February 17, 2004, a public hearing was held to obtain the views of the patent community as to the effectiveness and possible improvement of inter partes reexamination.

2.
Witnesses: fourteen witnesses presented their comments and recommendations:

a.
Representing Intellectual Property Associations - 2 witnesses

b.
Representing Law Firms - 8 witnesses

c.
Representing Business Entities - 3 witnesses

d.
Representing Independent Inventors - 1 witness

3.
Issues Covered/Discussed at Public Hearing:

a.
Benefits of inter partes reexamination.

b.
Inequities/Faults of inter partes reexamination.

c.
Option of seeking legislation for post-grant review of a patent:

(1)
Replace inter partes reexamination with a post-grant review.

(2)
Retain inter partes reexamination along with a post-grant review.

(3)
Retain ex parte reexamination for its benefits along with (1) or (2) above.

I.  Public Hearing: Benefits of inter partes reexamination:
1.
Permits examiner to Ahear@ both sides of the issue and make a decision that is better informed.

2.
Permits challenge of patent to reach the Court of Appeals for the Federal Circuit relatively quickly as opposed to litigation.

3.
Provides patent owner a strengthened patent in view of the expanded inter partes consideration of the prior art.

4.
The two mandatory Apatentability review conferences@ held during the reexamination proceeding; and the Aprocedural/legal oversight@ conducted throughout the proceeding were praised.

5.
Fact that inter partes reexamination can be filed at any time during patent=s period of enforceability seen as a positive:

a.
However, this was viewed as a negative by small entities because it permits a third party to conceal prior art for many years after patent issues, and challenge patent only after the patentee commits significant funds to develop the invention.

J.  Public Hearing: Inequities/Faults of inter partes reexamination:
1.
USPTO needs to commit more resources:

a.
Process needs more predictability and reliability.

b.
Specially trained lawyer-examiners or Administrative Patent Judges (at Board) in charge of the reexamination could bring more predictability to proceeding.

c.
Requiring electronic filing of all documents could eliminate lost files and other clerical problems that threaten reliability of current system.

2.
Lengthy pendency of proceeding:

a.
Proceeding may pend many years.

b.
Inter partes reexamination is easily merged with reissue or ex parte reexamination (can have multiple filings) which will extend inter partes proceeding.

c.
ASpecial dispatch@ mandate of the statute is not being carried out.

d.
Proceeding should be streamlined into a 1-year or 18-month process.

3.
Estoppel provisions of the statute:

a.
Invalidity estoppel: requester is estopped from later asserting in a civil action the invalidity of any claim finally determined to be valid and patentable on any ground the third party requester raised or could have raised in the inter partes reexamination.

(1)
Term Acould have raised@ not clearly defined. Appears to require requester to develop and present any and all issues which could possibly have been raised.

b.
Fact estoppel: requester is estopped from later challenging in a civil action any fact determined in the inter partes reexamination (except challenges based on information unavailable at the time of the fact determination). [Section 4607 of AIPA]

(1)
Term Aunavailable@ has not been defined by the courts.

c.
These ambiguous terms of statute (Acould have raised@ and Aunavailable@) chill the desire to file a request for inter partes reexamination.

d.
The estoppel provisions make the risk of filing an inter partes reexamination too great.

4.
Limited scope of requester=s challenge:

a.
Can only challenge patent based on patents and printed publications; other validity-related issues (on sale, public use, etc.) cannot be raised.

b.
Thus, complete resolution of validity and enforceability issues cannot be obtained.

c.
Challenger is forced to segregate bases for challenging patent between art-based reexamination questions and non-art-based questions at the court.

5.
Procedural limitations on requester:

a.
Thirty day deadline for requester comments on patent owner responses does not permit effective presentation of prior art issue or allow for emergency situations.

b.
Requester input is procedurally excluded if patent owner does not respond. Further evidence from requester cannot be presented until appeal with burden to show why not earlier presented.

6.
Limited tools to obtain/clarify information:

a.
Discovery is not available.

b.
No cross-examination.

c.
No third party requester duty of disclosure which permits third party to omit information potentially damaging to its case.

7.  Consequences of limited tools:

a.
Proceeding is not suitable for creation of an adequate record with regard to claim interpretation.

b.
No confidence that record will clearly establish the facts to which the future estoppel applies.

(1)
Conflicting declarations of technical experts can be made of record without challenge.

c.
Inter partes reexamination best suited for cases where a Akiller@ piece of prior art is present.

8.
Ex parte reexamination is more attractive than inter partes reexamination:

a.
Estoppel provisions do not attach to third party requester.

b.
Third party requester does not have to be identified.

c.
Filing sequential ex parte reexaminations (with subsequent merger of proceedings) can create something of an inter partes proceeding, without the drawbacks.

d.
Thus, parties would rather rely on ex parte reexam than the inter partes reexam alternative.

9.
Limitation on patents eligible for inter partes reexamination; and the high fees:

a.
Patents on applications filed before November 29, 1999, are not eligible for inter partes reexamination.

(1)
Narrows use of inter partes reexamination since most patents fall outside that date.

(2)
Creates situation where one related patent is eligible, while another is not (e.g., parent-child patents).

b.
Fees are high. ($8,800).

III.  THE FUTURE:  POST-GRANT REVIEW ?
A.  Public Hearing: Post-Grant Review - an Alternative/Substitute for Inter Partes Reexamination?
B.  Public Hearing: The Interests Favoring Post-Grant Review Proceeding:
1.
Harmonization with the World patent community

2.
Providing the public with a more efficient tool to challenge patents.

C.  Public Hearing: Desirable Elements for a Post-Grant Review System:
1.
Initial showing by post-grant requester should be required:

a.
Require an initial showing as to the question of validity, before initiating a post-grant proceeding.

(1)
Prevents harassment of patent owner.

b.
High filing fee could also be imposed.

2.
Limit filing of post-grant request to nine months (or 1-2 years) after patent grant: 

a.
Pro: Gives patentee confidence after that point to commit developmental and marketing resources.

b.
Con: Would require business to predict within nine months (or 1-2 years) that it will not enter into the field patented.

3.
Permit patent challenges on all validity and enforceability grounds:

a.
Permits requester to obtain complete, rather than piecemeal, resolution of patent strength.

4.
Provide for cross-examination of evidence by declarants, and permit discovery:

a.
Pro: Places full scope of the evidence before the Office.

b.
Con: This might abrogate the efficiency benefit of the administrative proceeding.

5.
Conduct post-grant review cases before an Administrative Patent Judge (APJ):

a.
Strengthens weight of Office=s decision; and permits APJ to control the proceeding.

6.
Afford a right to appeal:

a.
Both the requester and the patent owner should have the right to appeal to the Court of Appeals for the Federal Circuit.

7.
Eliminate any statutory estoppel: 

a.
Would eliminate the risk factor existing in inter partes reexamination perceived to be most responsible for the low use level of inter partes reexamination.

8.
The proceeding should conclude within one year:

a.
Would implement the Aspecial dispatch@ that was statutorily imposed for reexamination to make it more inviting than litigation.

D.  Public Hearing: Post-Grant Review Should be an Alternative to Reexamination:
1.
Retain ex parte reexamination:

a.
To permit patent owner to Aquiet title@ on a patent as to prior art cited in the proceeding.

b.
To retain a reexamination proceeding where the requester does not have to be identified.

2.
Retain inter partes reexamination:

a.
To preserve for requesters a proceeding less resource intensive than that of post-grant review where more extensive set of tools are not needed.

b.
Inter partes reexamination and post-grant review are complimentary in nature.

c.
To preserve for small entities, a relatively low cost inter partes proceeding for patent review.

d.
The problems existing for inter partes reexamination can be fixed, if retained.

E.  Post-Grant Legislation:
1.
Prior Legislation:  H.R. 1333 was filed in House of Representatives on April 3, 2001.

2. Current Activity: Office is addressing/considering comments of witnesses at Public Hearing.  
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